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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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2Pat ent No. 5,041,581, based on Application 06/ 914,591,
filed Cctober 7, 1986, issued August 20, 1991. Accorded the
benefit of Application 06/788,750, filed Cctober 18, 1985.

Patent No. 5,117,022, based on Application 07/234,892,
filed August 22, 1988, issued May 26, 1992. Accorded the
benefit of Application 06/788,750, filed Cctober 18, 1985 and
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Patent Interference No. 103, 352

FI NAL HEARI NG June 22, 2000

Bef ore CAROFF, ELLIS, and LORIN, Adnministrative Patent Judges.

CAROFF, Adninistrative Patent Judge.

FI NAL DECI SI ON UNDER 37 CFR. 1. 658(a)

This interference involves three patents which, according
to the record before us, are each assigned to Board of
Regents, The University of Texas Systemand, in addition, the

interference involves an application of Maeda et al. (Maeda).?®

06/ 914,591, filed October 07, 1986, now Patent No. 5, 041, 581,
i ssued August 20, 1991.

“Appl i cation 06/836,524, filed March 5, 1986. Accorded
the benefit of Japan Application No. 60-43869/1985, filed
March 6, 1985.

°I'n addition to having a common assi gnee, the three
i nvol ved patents al so have at |east two naned inventors in
comon, Abdul Khokhar and Roman Perez-Soler. Accordingly, for
pur poses of this decision, we shall collectively refer to the
i nvol ved patents, their common assignee, and the naned
i nventors associated with those patents as the party

2
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According to the record before us, the Maeda application
is assigned to Sum tono Pharnmaceuticals Co., Ltd.

The subject matter in issue relates to a platinum (I11)
four-coordi nate conpl ex which may be used as an anti-tunor

chenot herapy agent. The conplex is nore specifically defined

by the sol e count of this interference as
Rs ~ /Rl
Pt (II)
fol |l ows: R~ ~R,
A platinum (I11) f our - coor di nate conpl ex

havi ng the fornul a:

|
_ --N--R,
wherein R, and R, are | each al kyl carboxyl ato
beari ng a hydro-phobic H radi cal function or,
when |inked toget her, are a dicarboxylato
beari ng a hydrophobic radi cal function, and

wherein R, and R, are each ami nes of the fornula

"Khokhar." See 37 CFR 1.601(1).
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wherein R, is selected fromthe group consisting of hydrogen
al kyl, aryl, aral kyl, al kenyl, cycloal kyl, or cycl oal kenyl
havi ng between 1 and 20 carbon atons; or wherein R, and R,

when |inked toget her, are selected fromthe
group consi sting of R_Pt(II)//R= cycl oal kyl -1, 2-di am no
havi ng bet ween about 3 t \\R3 and 7 carbon atons, and
al kyl -vi ci nal -di am no havi ng bet ween about 3
and 7 carbon atons, and al kyl -vi ci nal -

di ami no havi ng between about 2 and 12 carbon atons; and said
conplex is defined further as being substantially soluble in
met hanol or chloroform and substantially insoluble in water;

or

a platinum (I1) four-coordinate conplex having the fornul a:

wherein R, is an al kyl diam ne or cycl oal kyl diam ne and R, and
R, are each a hydrophobi c al kyl carboxyl ato containing from5
to 14 carbon atons.

The clains of the parties which correspond to this count

ar e:

Perez-Sol er et al.: Clains 1-3
(Patent No. 5, 384, 127)

Khokhar et al.: Clains 1-28
(Patent No. 5,117,022)

Khokhar et al.: Clains 1-40
(Patent No. 5,041, 581)



| nterference No. 103, 352

Maeda et al.: Claims 1-6 and 11-13
| ssues

The following matters were raised in the parties' briefs
and, therefore, define the only issues before us for
consi derati on:

| . The Khokhar notion to reopen the testinony period
(Paper No. 35) relating to the proposed testinony of Sheryl L.
Dor an. (KB 16-19, 32).°

1. The Khokhar notion to disqualify counsel for Maeda
(Paper No. 36) relating to an alleged conflict of interest.
(KB 20-24).

L1l A purported resolution of a conflict in the
"PCT/ EPO. " (KB 24-26, 37-38).

| V. The prosecution history of the involved Maeda
application. (KB 26-29, 38).

V. The Maeda notion to suppress evidence. (Paper No.
57).

VI. The Khokhar request to return the Maeda reply

associated with Maeda's notion to suppress. (Paper No. 62).

KB refers to Khokhar's main brief.

5
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VII. Whet her evi dence adduced by Khokhar is
sufficient to establish a conception and actual reduction to
practice of the invention defined by the count prior to
Maeda's effective filing date of March 6, 1985.°

The party Khokhar has presented a record in the form of
decl aration testinony, and al so submtted docunentary
exhibits. Senior party Maeda el ected not to cross-exam ne any
of Khokhar's decl arants, and has chosen not to present any
testinmony or exhibits of its own. Both parties filed briefs

and appeared, through counsel, at final hearing.?

Al t hough Maeda's brief (page 1) nmakes passing reference
to a question of Khokhar's diligence with respect to a
reduction to practice, that particular question does not arise
here since it was not argued in Khokhar's brief and no
evi dence has been proffered by Khokhar on that point.
Therefore, in order to establish prior inventorship, Khokhar
must prove to have been the first to reduce the invention at
issue to practice regardless of any earlier date of
conception. Accordingly, any proof of an earlier conception
date is not material to Khokhar's case for priority;
conception being subsumed within any proven actual reduction
to practice. Cf. Smth v. Bousquet, 111 F.2d 157, 164, 45 USPQ
347, 354 (CCPA 1940).

8The record, exhibits, brief and reply brief of Khokhar
hereinafter will be respectively referred to by the
abbreviations "KR', "KX', "KB" AND "KRB" foll owed by an
appropriate page or exhibit nunber. Simlarly, Mieda' s brief
will be referred to as "MB"
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No i ssue of interference-in-fact has been raised in this
pr oceedi ng.

W shall now address each of the aforenentioned issues
seriatim

.

The Khokhar notion to reopen the testinony period was
filed on Sept. 20, 1995, the sanme day Khokhar filed its brief.
The notion was denied in an interlocutory order (Paper No. 48)
i ssued by an Administrative Patent Judge (APJ) on Dec. 19,
1995. Khokhar did not request reconsideration of that order
in accordance with 37 CFR 1.640(c), or otherw se challenge the
order pursuant to 37 CFR 1.655(a) inits reply brief filed on
Jan. 29, 1996. Accordingly, the notion to reopen the
testinony period stands denied and, therefore, we shall not
consi der the proposed testinony of Sheryl Doran.

We note for the record that counsel for Khokhar orally
requested at final hearing that we reconsider the denial of
that notion. Any request for reconsideration at this tine,
over four years after the original order was issued, is
consi dered, extrenely belated. Mreover, a party is not
ordinarily permtted to raise orally at final hearing a matter

whi ch coul d have been addressed in the party's brief or reply

7
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brief. Cf. Rosenblumv. Hi roshim, 220 USPQ 383, 384 (Commir

1983). In this regard, any action on our part nust be based
exclusively on witten correspondence, and not on oral
communi cations. See 37 CFR 1.2. For all of the foregoing
reasons, we cannot honor Khokhar's oral request.
Al

Simlarly, the Khokhar notion to disqualify senior party
counsel was filed on Sept. 20, 1995, and was dism ssed in the
sanme interlocutory order discussed above. Since Khokhar has
not challenged the propriety of that order in any way, the

nmotion to disqualify counsel stands di sm ssed.

L., IV

Khokhar has failed to explain how the purported
resolution of a conflict in prosecuting applications under the
PCT or before the EPOis in any way relevant to any issue
properly raised in this interference. Simlarly, Khokhar has
failed to explain how the prosecution history of Maeda's
i nvol ved application relates in any way to an i ssue properly
before us. Al though Khokhar does not say as nuch, it may be
surm sed that these matters relate to questions which could
have been pursued by way of prelimnary notion under 37 CFR
1.633, e.g. questions of interference-in fact, of claim

8
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correspondence, or questions relating to the scope of the
count. However, Khokhar did not pursue any prelimnary
notions. Prelimnary notions which Khokhar did file were

w t hdrawn from consi derati on by Khokhar and, therefore,
summarily dismssed (See Paper No. 17, page 1, footnote 1).
Questions which could have been pursued via the prelimnary
notion route, but were not, are not entitled to be raised for
consideration at final hearing. See 37 CFR 1.655(b) and

Heymes w. Takaya, 6 USPQ 2d 1448, 1452 (BPAl 1988).

_V.

The Maeda notion to suppress evidence is hereby dism ssed
as belated since it was not filed "wth" Maeda's opening brief
as required by 37 CFR 1.656(h). 1In fact, the notion was filed
nore than three weeks after Maeda had filed its brief. Meda
was incorrect in assumng that a notion to suppress can be
considered tinely if the substance of the notion was included
within the brief rather than in a separate paper filed with
the brief. On the contrary, as we interpret the rule, its

clear intention is to require the filing of a separate notion

paper along with the brief.
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Addi tionally, dism ssal of the notion is based on the
fact that Maeda did not raise a tinely objection to the
adm ssibility of evidence introduced by Khokhar.

A party that failed to challenge the adm ssibility of
evi dence by tinely objection may not later do so at final
hearing via a notion to suppress. 37 CFR 1.656(h). 1In the
absence of an order setting a specific date for filing
objections, a tinely objection to the adm ssion of evidence
shoul d have been made as soon as possible after the evidence

was offered. See Myers v. Feigelman, 455 F.2d 596, 602 n. 12,

172 USPQ 580, 585 n. 12, (CCPA 1972); Rivise and Caesar

Interference Law and Practice, Vol IIl, 8 452, 453 (M chie Co.

1947) .

Even assum ng, arguendo, that Maeda had raised a tinely
objection and filed its notion to suppress with its opening
brief, we find the argunents presented in the notion to be
unpersuasive on the nerits at least with respect to the
adm ssibility of exhibits KX 3-5. In this regard, we take
note of the adm ssion by Maeda (MB-2) that those exhibits "are
docunents authored by Doran.”™ 1In our view, this adm ssion
serves to authenticate the subject docunents at least in so
far as authorship, and thereby provides a basis for their

10
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adm ssibility. Cf. Wite v. Habenstein, 219 USPQ 1213, 1215-

16 (Bd. Pat. Int. 1983). O course, the weight to be accorded

t hese docunents is quite another matter as discussed infra.

See Wiite v. Habenstein, 219 USPQ at 1217-18.

V1.

Khokhar's request to return the Maeda reply associ ated
with Maeda's notion to suppress will be treated as a
m scel | aneous notion and, as such, is summarily dism ssed for
failure to conply with 37 CFR 1.637(b). In any case, the
request is noot in view of the dism ssal of Maeda's notion to
suppr ess.

\Y/H

After a thorough evaluation of all the evidence of record
inthis proceeding in light of the opposing positions taken by
the parties in their briefs, we conclude that Khokhar has
failed to establish an actual reduction to practice of the
i nvention defined by the count prior to March 6, 1985 for | ack
of adequate corroboration.

Khokhar, as the junior party, has the burden of proving
prior inventorship by a preponderance of the evidence. Peeler
v. Mller, 535 F.2d 647, 651-52, 190 USPQ 117, 120-21 (CCPA
1976). Khokhar all eges conception and actual reduction to

11
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practice of the invention at issue prior to Maeda' s effective
filing date. 1In attenpting to prove this allegation, Khokhar
relies al nost exclusively upon the testinony of co-inventors
Khokhar, Perez-Sol er and Lopez-Berestein together with
docunentary exhibits.?®

Even though the senior party did not cross-exam ne any of
Khokhar's declarants and did not present any evidence of its
own, Khokhar nust neverthel ess provi de adequate corroboration

of the inventors' testinony to establish a prinma facie case

for priority. The need for corroboration of an inventor's

testinmony to establish a prinma facie case for priority is a

fundanental and well-established principle of interference

practice. Rivise and Caesar, Interference Law and Practice,

Vol 111, 8 539 (Mchie Co. 1947). Indeed, an inventor's
testi mony nust be corroborated with regard to all the

essential elenments of a case for priority.

°The only testinony before us of a non-inventor is that of
Patricia Qeckinghaus, and that testinony is limted solely to
the authentication of a single exhibit (KX-6), which is
purported to be an analytical report prepared by an outside
| aborat ory, Robertson Laboratory, Inc. According to one of
the inventors (KR-16), that report relates to an el enental
anal ysis conducted at the outside | aboratory.

12
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The purpose of the rule requiring corroboration is to
reduce the potential for fraud and to establish, by proof that
is unlikely to have been fabricated or falsified, that the
i nventor successfully reduced his invention to practice.

Berry v. Webb, 412 F.2d 261, 162 USPQ 170 (CCPA 1969). The

evi dence necessary for corroboration is determned by the rule
of reason which involves an exam nation, analysis and

eval uation of the record as a whole so that a reasoned

determ nation as to the credibility of the inventor's story

may be reached. Berges v. CGottstein, 618 F.2d 771, 205, USPQ

691 (CCPA 1980); Mann v. Werner, 347 F.2d 636, 146 USPQ 199

(CCPA 1965). Although adoption of the "rule of reason" has
eased the requirenment of corroboration with respect to the
guant um of evi dence necessary to establish the inventor's
credibility, it has not altered the requirenent that
corroborative evidence nust not depend solely on the inventor
hi msel f and nmust be i ndependent of information received from

the inventor. Reese v. Hurst, 661 F.2d 1222, 211 USPQ 936

(CCPA 1981); MKkus v. Wachtel, 542 F.2d 1157, 191 USPQ 571

(CCPA 1976) .
Khokhar primarily relies upon its docunentary exhibits,
particularly KX 3-6 and KX-8, for corroboration of a reduction

13
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to practice. Wth regard to a purported synthesis of at |east
one conpound within the scope of the count, KX 3-5, docunents
adm ttedly authored by Sheryl Doran, can be given little

wei ght as corroborative evidence. Wile there is no question
as to authorship, there is no testinony of record other than
that of the inventors thenselves to explain the circunstances
surrounding the entries made in those docunents as to the
dates and substance of the information recorded therein. Cf.

Wite v. Habenstein, supra, at 1218. Docunentary exhibits are

generally not self-explanatory and nust be di scussed with

particularity by a witness. 37 CFR 1.671(f); Rebstock v.

Fl ouret, 191 USPQ 342, 345 (Bd. Pat. Int. 1975). Since only
the inventors testified as to exhibits KX 3-5, we find that
t hose exhibits do not constitute sufficient circunstanti al

evi dence of an independent nature to satisfy the corroboration

rul e.
Wth regard to the analytical report from Robertson
Laboratory (KX-6), it too has not been discussed with

particularity by a witness other than inventor Khokhar (KR-

16). Al though non-inventor Oeckinghaus did testify for the
pur pose of authentication, she did not discuss any of the
ci rcunstances surrounding the entries nade in the report.

14
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Thus, the analytical report also does not constitute
sufficient circunstantial evidence of an independent nature to
corroborate synthesis of a conpound within the scope of the
count. Mdreover, an elenental analysis alone is generally not
definitive with regard to identification of a specific

conpound. Cf. Berges v. Cottstein, 618 F.2d at 774, 205 USPQ

at 694.

Significantly, there is no evidence of record to
corroborate the testing of conpounds within the scope of the
count to establish utility. Reduction to practice of a
conmpound is generally not considered conplete until it has
been successfully tested to establish its utility. See

Fuji kawa v. Wattanasin, 39 USPQ 2d 1895, 1899 (Fed. Cr

1996); De Solns v. Schoenwald, 15 USPQ 2d 1507, 1509 (BPAI

1990); Blicke v. Treves, 112 USPQ 472, 475 (CCPA 1957). Wth

regard to such testing, Perez-Soler testified as to results of
tests reported in his |ab notebook (KX-8). Specifically, page
24 of the notebook refers to "Experinment 85-5," which is said
to have been perforned by Perez-Sol er and to show anti cancer
activity exhibited by conpounds within the scope of the count.
There is no testinony of record, other than that of the

i nventors thensel ves, to corroborate these results.

15
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The total |ack of corroboration of the testing
purportedly conducted by co-inventor Perez-Soler is
di spositive of the issue of priority even if we assune,
arguendo, that other evidence relied upon by Khokhar were
sufficient to corroborate synthesis of at |east one conpound
wi thin the scope of the count prior to March 6, 1985.

For all of the foregoing reasons, we find that Khokhar
has failed to establish a prior actual reduction to practice
of the invention at issue due to a |ack of adequate

corroboration.

JUDGVENT
For the foregoing reasons, judgnment as to the subject
matter of the sole count in issue is hereby awarded to Maeda
et al., the senior party.
Accordingly, Maeda et al. are entitled to a patent
containing their clains 1-6 and 11-13 corresponding to the

count. The junior party Khokhar is not entitled to any of the

16
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following clains in its involved patents which correspond to

the count: 1-3 (Patent No. 5,384,127), 1-28 (Patent No.

5,117,022), and 1-40 (Patent No. 5,041, 581).

MARC L. CARCFF
Adm ni strative Patent Judge

JOAN ELLI'S
Adm ni strative Patent Judge

HUBERT C. LORIN
Adm ni strative Patent Judge

I'p

Attorneys for PEREZ- SOLER et al.:
C. Steven MDani el
McDani el & Associates, P.C,
P. 0. Box 2244
Austin, TX 78768

Attorneys for KOKHAR et al.:
C. Steven MDani el
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McDani el & Associ ates, P.C.

P. O. Box 2244
Austin, TX 78768

Attorneys for KOKHAR et al.:

C. Steven MDani el

McDani el & Associ ates, P.C.
P. 0. Box 2244

Austin, TX 78768

Attorney for MAEDA et al.:

Dennis P. O arke, Esq.
Ml es & Stockbridge, P.C
1751 Pinnacle Drive

Sui te 500

McLean, Va 22102-3833
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